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Claim Rejections -55 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 8 recites the limitation "the delete flag" in line 4 of page 13. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner read the limitation as "ending 
flag." ' 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Okada (US Pat. 
No. 2004/0264947A1). 

Claims 8-16 will be discussed first. 

Regarding claim 8 5 Okada discloses a method of increasing the available storage space on 
a personal video recorder comprising the steps of: storing a media file on a memory of the 
personal video recorder (see paragraphs 0222, 0378, 0379 and fig. 16); receiving a signal for 
marking a starting flag for the media file (see paragraphs 0367 and 0373); receiving a signal for 
marking an ending flag for the media file (see paragraph 0367); and freeing the memory of the 



Application/Control Number: 1 0/700,802 Page 3 

Art Unit: 2621 

personal video recorder that contains a portion of the media file between the starting flag and the 
ending flag (see paragraphs 0222, 0713, and figs. 6A-B). 

Regarding claim 9, Okada discloses the freeing of the memory of the personal video 
recorder comprises deleting the portion of the media file between the starting flag and the ending 
flag (see paragraphs 0367, 0373 and 0708). 

Regarding claim 10, Okada discloses the freeing of the memory of the personal video 
recorder comprises deallocating the memory of the personal video recorder containing the 
portion of the media file between the starting flag and the ending flag (see paragraph 0366 and 
0372). 

Regarding claim 11, Okada discloses the marking of the start flag comprises marking a 
first presentation time stamp and wherein the marking of the end flag comprises marking a 
second presentation time stamp (see paragraph 0368). 

Regarding claim 12, Okada discloses a first full frame image with the first presentation 
time stamp (see figs 7A-D and paragraphs 0238 and 0246); associating a second full frame 
image with the second presentation time stamp (see paragraphs 0238 and 0246). 

Regarding claim 13, Okada discloses a method of increasing the available storage space 
on a personal video recorder comprising the steps of: searching for a start program time stamp 
marking a video file (see paragraphs 0030 and 0878); searching for a first full image frame 
related to the start program time stamp (see paragraphs 0030 and 0879); searching for an end 
program time stamp marking the video file (see paragraphs 0030 and 0880); searching for a 
second full image frame related to the end program time stamp (see paragraphs 0880, 0882 and 
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figs 47A-B); and deleting a portion of the video file between the first full image frame and the 
second full image frame (see paragraphs 0881 and figs. 71-73). 

Regarding claim 14, Okada discloses the step of deleting a portion of the video file 
creates a plurality of video segments (see fig. 74). 

Regarding claim 15, Okada discloses combining the plurality of video segments into a 
second video file (see paragraphs 0882-0886). 

Regarding claim 16, Okada discloses the deleting comprises removing at least a portion 
of a commercial within the video file (see paragraph 0222). 

Regarding claim 1, Okada discloses a method of increasing the available storage space on 
an electronic storage medium comprising the steps of: providing a free memory list for the 
electronic storage medium (see paragraphs 0367 and 0373 where portion selected to be deleted); 
selecting a portion of a file stored on the electronic storage medium (see paragraphs 0373 and 
0308, portion of the file deleted); and adding the selected portion of the file to the free memory 
list (see paragraphs 0223 space is freed after deletion). 

Regarding claims 2 and 5, Okada discloses the file is an audio file or a video file (see fig. 

74). 

Regarding claim 3, Okada discloses the selecting the portion of the file stored on the 
electronic storage medium creates a plurality of file segments (see figs 7A-D, 15A-C, and 74). 

Regarding claim 4, Okada discloses the step of linking the plurality of file segments 
together (see paragraphs 0853-0863). 

Regarding claims 6 and 7, Okada discloses the electronic storage medium is a memory of 
a personal video recorder (see fig. 16 and paragraph 0222). 
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Conclusion 



5. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. 



Nakanishi et al. US PG PUB 2004/0027890 Al. 

Weber et al. US PG PUB 2003/01 15274 Al. 
6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (INilS^QR CAI/aDA) or 571-272-1000. 



Helen Shibru 




